THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-1515
Appl i cation 08/ 027, 6561

Bef ore HAI RSTON, FLEM NG and CARM CHAEL, Admi nistrative Patent
Judges.

FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 1 through 9, all of the clains pending in the

appl i cation. Appel lant's invention relates to creating
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conbi ned phot ographic or slide transparency copies of two

exi sting slide transparencies.

I ndependent claim1l1 is reproduced as foll ows:

1.

A phot ogr aphi c apparatus for

| ens for sinultaneously creating a single slide
transparency or photograph froma plurality of slide

transparenci es havi ng distinct

conpri si ng:

an enclosure forned froma plurality of opaque
sides and at | east one translucent side, said
encl osure having an aperture therethrough at a
proxi mal side and having neans for connecting
the sane to a canmera and aligning said aperture
with the canera | ens, said enclosure further
havi ng neans | ocated therein for holding said
slide transparencies; and

nmeans within said enclosure for directing i mages
formed fromlight rays passing through said at

| east one translucent side and separately

t hrough each of said plurality of slide
transparencies to and into alignment with said
canera | ens.

The references relied on by the Exam ner are as

foll ows:

Ransdel
Papritz
Sayanagi
Bl ack
Mur phy
Vi tou

Wl | er
Munpower

2,413, 996 Jan. 07,
2, 736, 250 Feb. 28,
3,674, 339 Jul . 04,
3, 689, 148 Sep. 05,
3,815,970 Jun. 11,
4,026, 651 May 31,
4, 239, 376 Dec. 16,
5,073, 789 Dec. 17,

i mages exposed thereon,

attachnent to a canera

1947
1956
1972
1972
1974
1977
1980
1991
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Clainms 1 through 9 stand rejected under 35 U . S.C. § 103
as bei ng unpatentable over Vitou, Black, Mmnpower, WiIler,
Ransdel |, Papritz, Sayanagi and Mirphy.

Rat her than repeat the argunents of Appellant or the
Exam ner, we nake reference to the brief and the answer for
the details thereof.

OPI NI ON

After a careful review of the evidence before us, we
agree with the Exam ner that clainms 1 through 4, 6 and 7 are
properly rejected under 35 U.S.C. §8 103. Thus, we wll
sustain the rejection of these clains but we will reverse the
rejection of the remaining clains on appeal for the reasons
set forth infra.

At the outset, we note that Appellant has indicated on
page 3 of the brief the groupings of the clainms. 1In
particul ar, Appellants state that clains 1 through 4 and 7 are
grouped together. In addition, on page 9 of the brief,
Appel | ant argues clains 1 through 4 and 7 as one group. 37
CFR 8 1.192(c)(5) amended Cctober 22, 1993 states:

For each ground of rejection which
appel | ant contests and which applies to
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nore than one claim it will be presuned

that the rejected clains stand or fal

toget her unless a statenment is included

that the rejected clains do not stand or

fall together, and in the appropriate part

or parts of the argunent under subparagraph

(c)(6) of this section appellant presents

reasons as to why appellant considers the

rejected clains to be separately

pat ent abl e.
As per 37 CFR §8 1.192(c)(5), which was controlling at the tine
of Appellant's filing the brief, we will, thereby, consider
Appellant’s clains 1 through 4 and 7 to stand or fal

t oget her,

with claim21 being considered the representative claim W
will treat claine 5, 6 , 8 and 9 separately.

On pages 4 and 5 of the brief, Appellant argues that
there is no suggestion in the references to conbined in the
manner suggested by the Exam ner. Appellant argues that a
person skilled in the art who was | ooking to devel op an
attachnment that would allow a canera to phot ograph two
separate and distinct slides and create a single slide with

the two original slides reproduced next to each other would
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hardly be inclined to conbine any of the first group of

references (Vitou, Black, Munpower and Wller) wth the second

group of references (Ransdell, Papritz, Sayanagi and Murphy).
It is the burden of the Exam ner to establish why one

having ordinary skill in the art would have been led to the

cl ained invention by the reasonabl e teachi ngs or suggestions

found in the prior art, or by a reasonable inference to the

artisan contained in such teachings or suggestions. Inre

Ser naker, 702 F.2d 989,

995, 217 USPQ 1, 6 (Fed. Cir. 1983). In addition, the Federa

Circuit states that "[t]he nere fact that the prior art may be

nodi fied in the manner suggested by the Exam ner does not nmake

the nodification obvious unless the prior art suggested the

desirability of the nodification.™ Inre Fritch, 972 F. 2d

1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84 n.14 (Fed. Cr

1992), citing

In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.

Cir. 1984). In addition, the Federal Circuit reasons in Para-

Ordnance Mg. Inc. v. SGS Inporters Int’l Inc., 73 F.3d 1085,

1088-89, 37 USPQ2d 1237, 1239-40 (Fed. Cr. 1995), cert.
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denied, 117 S.Ct. 80 (1996), that for the determ nation of

obvi ousness, the court nust answer whet her one of ordinary
skill in the art who sets out to solve the problem and who had
before himin his workshop the prior art, would have been
reasonably expected to use the solution that is clained by the
Appel | ant.

The Exam ner points to Vitou for a suggestion to conbine
t he apparatus for making a single photograph fromtwo
phot ographs as taught in the second group of references
(Ransdel |, Papritz, Sayanagi and Murphy) with canera structure
for maki ng a photograph of a photograph as taught in the
second group of
references (Vitou, Black, Munpower and Wller). In
parti cul ar,
we note that Vitou teaches in colum 1, lines 15-19, that it
is sonetines desirable to reproduce one of nore positive
i mges on the sane frane of film

After a careful review of the references, we find that
fromthe suggestion found in Vitou, those skilled in the art
woul d have | ooked to the teaching of the second group of
references (Ransdell, Papritz, Sayanagi and Miurphy) to nodify
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t he canera as

taught in the first group of references (Vitou, Bl ack,
Munpower and Wl ler) to obtain a photographic apparatus for
attachnment to a canera lens for sinultaneously creating a
single slide transparency or photograph froma plurality of
slide transparen-cies having distinct i mages exposed thereon
as recited in Appellant's claim1.

Appel I ant further points out on pages 4 and 5 of the
brief that the second group of references (Vitou, Bl ack,
Munpower and Wl ler) makes a single photograph fromtwo
phot ogr aphs where the two photographs are of an inage
si mul t aneousl y phot ographed fromtwo angl es. Appel | ant
argues that since the two photographs are of the sane inmge
viewed fromtwo different angles that the two
phot ograph are not two different slide transparencies.

We di sagree. Vitou, Black, Munpower and Wl | er teach
that the phot ographs are not the sane inage but the sane
subject viewed fromtwo different angles. Furthernore, we
note that Appellant's claim 1l |anguage only requires that the
slide transparenci es have distinct inmages exposed thereon.
The cl ai m| anguage does not preclude inages of the sane
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subject at different angles. An inage of a subject at one
angle is a distinct imge from another inmage of the subject at
anot her angle. Therefore, we will sustain the Exam ner’s
rejection of clainms 1 through 4 and 7.

On page 5 of the brief, Appellant argues that first
surface mrrors recited in claim6 are utilized to guarantee
the reflection of only one inage. However, we note that claim
6 only recites that the "mrror neans conprises first surface
mrrors” and does not require the limtation as argued by
Appellant. We find that the Exam ner's finding that Mirphy,
Papritz and Sayanagi teach first surface mrrors as recited in
Appellant's claim6 is reasonable. Therefore, we wll sustain
the Examiner's rejection of claimbé.

On pages 5 and 6 of the brief, Appellant argues the
limtations recited in clains 5, 8 and 9. The Exam ner has
not
shown how the references read on these Iimtations. W are
not inclined to dispense with proof by evidence when the
proposition at issue is not supported by a teaching in a prior
art reference or shown to be conmmon know edge of

unquesti onabl e denonstration. Qur review ng court requires
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this evidence in order to establish a prina facie case. Inre
Knapp- Monarch Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA
1961); In re Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72

( CCPA 1966) .

In view of the foregoing, the decision of the Exam ner
rejecting clainms 1 through 4, 6 and 7 under 35 U.S.C. § 103 is
af fi rmed; however, the decision of the Exam ner rejecting
claims 5, 8 and 9 under 35 U.S.C. § 103 is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

KENNETH W HAI RSTON )
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